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Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Ker noghan Brune Ltd. has appeal ed fromthe final
refusal of the Trademark Exami ning Attorney to register
BLUE RUBY, with the word RUBY disclai nmed, for goods
ultimately identified as “jewelry, namely rings, earrings,

neckl aces, bracelets, and brooches, all w thout sinulated
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rubies and all wi thout blue gens.”?!

Regi stration has been
refused pursuant to Sections 2(e)(1) and 2(a) of the
Trademark Act, 15 U.S.C. 1052(e)(1) and 1052(a), on the
grounds that applicant’s mark is deceptively m sdescriptive
and deceptive of its identified goods.

The appeal has been fully briefed.? Applicant had

requested an oral hearing, but that request was

subsequently w t hdrawn.

1 Application Serial No. 75/499, 150, filed June 8, 1998,
asserting a bona fide intention to use the mark in commerce, and
claimng priority of Decenber 8, 1997 based on a Canadi an
application. The goods were initially identified as “jewelry,
nanely rings, earrings, necklaces, bracelets, and brooches,” and
t he nodi fyi ng | anguage was added by applicant in an attenpt to
overcome the Examining Attorney’'s refusals.

The application initially asserted a bona fide intention to use
the mark in commerce, and clained priority pursuant to Section
44(d) of the Trademark Act, based on a Canadi an application filed
on Decenber 8, 1997. In the first Ofice action, nailed

January 17, 1999, the Exami ning Attorney asked applicant whet her
it wished to rely on the foreign registration as well as its

intent to use basis. Inits response filed June 1, 1999,
applicant stated that it wi shed to naintain both bases “for the
time being.” The Examining Attorney, in the Ofice action mailed

Cct ober 21, 1999, continued the requirenent for a certified copy
of the foreign registration issuing fromthe Canadi an
application. In responding to that action, on January 27, 2000,
appl i cant nmade no nention of the Canadi an regi stration, and
instead asserted that the application was in condition for
publication. The Exam ning Attorney apparently interpreted this
as a withdrawal of the foreign registration basis, and issued a
final Ofice action. Applicant never contended, in either the
request for reconsideration filed on Septenber 18, 2000, or the
further response (treated by the Board as a request for renand)
filed on August 27, 2001, or its appeal brief or reply brief,
that it still sought to rely on the foreign registration basis as
well. Accordingly, we agree with the Exanining Attorney’s
assunption that this basis was w thdrawn.

2 Inits appeal brief applicant nmakes the statement that it is
“Wlling to consider” further anmending the goods description, and
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We reverse the refusals of registration.

A mark is deceptively msdescriptive if it
m sdescri bes the goods and the m sdescription is plausible.
See In re Wwodword & Lothrop Inc., 4 USPQ2d 1412 (TTAB
1987). The standard for determ ning whether a mark is
deceptive under Section 2(a), as set out by the Court in In
re Budge Mg. Co., Inc., 857 F.2d 773, 8 USPQR2d 1259 (Fed.
Gr. 1988), is:

1) Is the term m sdescriptive of the

character, quality, function
conposition or use of the goods?

has indicated a proposed description, and has al so indicated that
it would accept a variation of the description if one were
proposed by the Board or the Exam ning Attorney. After an appeal
is filed, the proper procedure, if an applicant wi shes to offer
an amendnment to its identification of goods, is to file a request
for remand along with the requested anmendnent. The Board woul d

t hen deci de whether the application should be remanded. Here,
applicant has neither followed this procedure, nor has it even
couched the suggested | anguage as an actual anendnent, but in the
nmerely advisory terns that it would be “willing to consider” a
further anendnent. The Exanmining Attorney therefore, in his
brief, made no nmention of this inchoate request. Applicant is

al so advised that it is within the Examining Attorney’s province
to determ ne whether or not to accept an anmendment, or suggest
variations to an anmendnent whi ch has been submitted. The Board
does not exami ne applications. The Board' s task is to consider
only those issues before it on appeal, and determ ne the
propriety of the refusals or requirenments that the Exam ning
Attorney has nade final. Thus, no consideration has been given
to the suggested possible anmendnent referenced in applicant’s
brief. W also point out that, even if applicant had filed a
request for remand to have the amendnent consi dered, no good
cause for granting such a remand has been shown. In this
connection, we note that applicant amended its identification of
goods in the response filed January 31, 2000, and in the request
for reconsideration filed Septenber 18, 2000 (at the sanme tine as
it filed its notice of appeal), despite the fact that the
acceptability of the identification has never been in issue.
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2) If so, are prospective purchasers
likely to believe that the

m sdescri ption actually describes the
goods?

3) If so, is the msdescription |ikely
to affect the decision to purchase?

Thus, the question of whether the mark is deceptively
m sdescri ptive nmust be answered with respect to each of the
subj ect refusals.

There is no dispute that there is no such thing as a
bl ue ruby genstone. However, the Exam ning Attorney
asserts that because the mark includes the word RUBY,
consuners will believe, mstakenly, that applicant’s
jewel ry contains rubies. W disagree. The mark is BLUE
RUBY, not RUBY per se. Consuners are not |ikely to dissect
the mark to focus on the word RUBY al one. Rather, the
i ncongruous nature of BLUE RUBY, which is a contradiction
internms as it refers to a ruby genstone which is blue and
t herefore does not exist (as the Exam ning Attorney says,
is “chimerical”),® will cause consuners to view the nmark as

a whol e. *

3 Applicant has subnitted several dictionary entries which show

that the very definition of a ruby genstone is one with a red

color. See, e.g., “the red variety of the mneral corundum in
its finest quality, the nost val uable of genstones” (The MG aw
Hll Dictionary of Scientific and Technical Terns); “a precious

stone that is a red corunduni (Wbster’'s New Coll egi ate
Dictionary).

We note that applicant has suggested that BLUE RUBY can nean
ot her things than an imagi nary genstone, including a woman who is
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Because there is no such thing as a bl ue-col ored ruby
genstone, consuners are not likely to believe that the
m sdescri ption actually describes the goods. In other
words, consunmers will not believe that applicant’s jewelry
contai ns bl ue rubies because bl ue rubies do not exist.

The Exam ning Attorney argues that purchasers are not
likely to know that there is no such thing as a blue ruby
because, although this fact is nade clear by the dictionary
definitions, “the average prospective purchaser is not
likely to have consulted dictionaries before going to the
jewelry store.” The Exam ning Attorney al so asserts that
“t he average prospective purchaser may know that ot her
gens, such as dianonds, cone in various colors” and that
“the average prospective purchaser may believe that
manuf acturers are capabl e of using advanced technol ogy to
alter the shade of a gemfromits traditional color.”

Brief, p. 4.

sad, or a “man who has just shot soneone and is having regrets”
(referring to the fact that Ruby is the surname of the man who
killed Lee Harvey Oswald), or “a city or town that is
experiencing hard tines” (referring to the geographic connotation
of “Ruby” as the nanme of cities in NY, SC and AK, as well as Ruby
Ridge, ID). Brief. p. 8. W agree with the Exam ning Attorney,
however, that as the word “ruby” is used in this mark and in the
context of jewelry itens, the meaning nost likely to be accorded
to the word by consuners is that of the genstone, and that the
mark as a whole will be viewed as referring to an imagi nary

genst one.
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We are not persuaded by these argunents. Although the
dictionary definitions nake clear that the ruby genstone is
red in color, consunmers do not need to consult a dictionary
to know this. Rather, this fact is conmon know edge.
| ndeed, “ruby” is the nane of a color. See, definition of

“ruby”: adj., “of the color ruby,” Wbster’'s New Col | egi ate

Dictionary, and “a deep red color, as in a wine,” The

Li ving Webster Encycl opedic Dictionary. Thus, average

consuners woul d know that rubies are red, not blue. As for
t he argunent that consunmers nay believe that manufacturers
are altering the shade of rubies, this is pure specul ation.
The Exam ning Attorney has submitted no evidence to show
that manufacturers are doing anything of this sort, such
that consuners m ght believe, upon seeing the mark BLUE
RUBY, that this mght be the case. It is the Ofice’'s
burden to show that a mark is deceptively m sdescriptive
and/ or deceptive, and this burden cannot be nmet by nere
specul ati on of what manufacturers m ght be doing, or what
consuners m ght believe that manufacturers are doing.

Mor eover, the Examining Attorney’s argunents fail to
recogni ze that applicant’s identification of goods nakes it
clear that its jewelry does not include any blue gens.
Therefore, even if a consunmer were not aware of the fact

that there are no blue rubies, or believed that science can
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do anyt hi ng, including making rubies blue, such consuner
woul d not, upon seeing the mark BLUE RUBY on applicant’s
goods, conclude that the jewelry contained “blue rubies”
because the jewelry does not contain any bl ue genstones.®

Because prospective purchasers are not likely to
believe that applicant’s jewelry contains “blue rubies, the
mar k BLUE RUBY is not deceptively m sdescriptive under
Section 2(e)(1) nor is it deceptive under Section 2(a).
See Inre Cord Crafts Inc., 11 USPQ2d 1157 (TTAB 1989); In
re Simmons, 192 USPQ 331 (TTAB 1976).

Decision: The refusals to register under Sections

2(e)(1) and 2(a) are reversed.

> W do not suggest that our finding that BLUE RUBY is not
deceptively m sdescriptive or deceptive for applicant’s jewelry
is based on this restriction in the identification. W do not
believe that any consunmer is likely to believe that there is such
a thing as a blue ruby or a ruby which has been artificially

col ored blue, but even if there were such an unknow edgeabl e
person, it would not affect our decision. The question of

whet her sonmething is deceptively misdescriptive or deceptive,
just like the question of likelihood of confusion, nust be based
on the average purchaser for the goods, not the consumer who is
extrenely gullible or unaware.



